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- E!il«nslonsoftlmennyb««v«ltabloundertheprovteloiisor37CFR1.13e(a). Innoovont, however, may ■ reply lis tinwiy triad 




Status 

I )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)M This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Qi/ay/e, 1935 CD. 11,453 0.0.213. 

Disposition of Claims 

4) 13 Claim(s) 1:28 Is/are pending in the application. 

4a) Of the above claim(s) 1-21 and 24-28 Is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IE Claim{s) 22 and 23 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) n Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: ajD accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the con-ection is required it the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or forni PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)D None of: 

1. n Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



!W (PTO-948) 
lt(s)(PTO-1449 or PTO/SB/08) 
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DETAILED ACTION 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-21 and 24-28, drawn to a stabilized composition, classified in 
class 524, subclass 186+. 

II. Claims 22-23, drawn to a mono- or multi-layered plastic or film, classified 
in class 428 and 426, subclass 34.1 + and 143, respectively. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions II and I are related as combination and subcombination. Inventions in 
this relationship are distinct If it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (IVIPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because It contains other layer(s). The 
subcombination has separate utility such as molded articles such as toys or fibers. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status In the art as shown by their different classification, and the 
search required for Group II is not required for Group I, restriction for examination 
purposes as indicated is proper. 

This application contains claims directed to the following patentably distinct 
species of the claimed invention: hvdroxvlamine stabilizers, substituted hvdroxvlamine 
stabilizers, nitron stabilizers a nd amine oxide stabilizers. 
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Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which) the claims shall be restricted if no generic claim is 
finally held to be allowable. Cun-ently, 1 and 22 are generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a daim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. IVIPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or cleariy admit on the record that this Is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission nriay be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

During a telephone conversation with Mr. Stevenson on May 1 0, 2004 a 
provisional election was nfiade with traverse to prosecute the invention of Group II, 
claims 22 and 23 with hvdroxvlamine stabilizers . Affirmation of this election must be 
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made by applicant In replying to this Office action. Claims 1-21 and 24-28 are 
withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn 
to a non-elected Invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 



A rejection based on double patenting of the "same Invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," In this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 1 51 U.S. 1 86 (1 894); In re 
Ockert. 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and /n re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101 . 

Claims 22 and 23 are provisionally rejected under 35 U.S.C. 101 as claiming the 

same invention as that of claims 22 and 23 of copending Application No. 1 0/202,380 

(Pub. No. US 2003/0139497 A1). This is a provisional double patenting rejection since 

the conflicting claims have not In fact been patented. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained tliough the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 22 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Prabhu et al (US 5,922,794). 

Prabhu et al teach stabilized thermoplastic compositions containing the instant 
hydroxylamine stabilizers and melt extrusion thereof in abstract and examples. Various 
thermoplastics such as polyesters and polyamides are taught at col. 9, lines 1 1 and 37- 
42. Prabhu et al also teach manufacturing shaped articles at col. 16, line 19. 

It would have been obvious to one skilled in the art at the time of invention to 
nnal^e a container from a composition comprising polyesters or polyamides and 
hydroxylamine stabilizers in Prabhu et al since Prabhu et al teach shaped articles and 
since containers made of polyesters or polyamides are well known In the art. 

Claims 22 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Prabhu et al (US 5,922,794) and Murata et al (US 4,504,531). 

Murata et al teach laminated bottles rrade of polyesters at col. 14, lines 11-31 
wherein the use of antioxidants and ultraviolet stabilizers is also seen (lines 1 8-1 9). 

It would have been obvious to one skilled in the art at the time of invention to 
make bottles from a composition comprising polyesters or polyamides and 
hydroxylamine stabilizers in Prabhu et al with teaching of Murata et al since Prabhu et al 
teach shaped articles and since bottles made of polyesters or polyamides are well 
known in the art as taught by Murata et al, or to utilize hydroxylamine stabilizers of 
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Prabhu et al in the polyester composition for bottles of IVIurata et al since Murata et al 
teach employing antioxidants and ultraviolet stabilizers. 

Claims 22 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over May (US 3,408,422) alone, or with IVIurata et al (US 4,504,531). 

May teaches stabilized unsaturated polyesters containing hydroxyamines and 
shaped articles thereof in abstract and examples and at col. 8, lines 30-52. 

The examiner's position is that the instant polyester encompasses unsaturated 
polyesters. Murata et al teach laminated bottles made of polyesters at col. 14, lines 11- 
31. 

It would have been obvious to one skilled in the art at the time of invention to 
make bottles from a composition of May with or without teaching of Murata et al since 
May teaches shaped articles and since bottles made of polyesters are well known in the 
art as taught by Murata et al, or to utilize hydroxylamine stabilizers of May in the 
polyester composition for bottles of Murata et al since Murata et al teach employing 
antioxidants and ultraviolet stabilizers. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H Yoon whose telephone number is (571) 272- 
1 128. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9. The fex phone 
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number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Primary Examiner 
Art Unit 1714 



THY/June 2, 2004 



